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A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
1 1/12/2008 has been entered. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-3 and 7-8 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 1 is confusing in view of claim 8 since claim 1 claims treating specimens in 
a common liquid yet claim 8 teaches treating the specimens in different liquids. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 1-2 and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
BILS 4,202,289. 

BILS teaches the design of an apparatus for treating specimens in a common 
liquid (see Figures 1 and 5-6) which is comprised of the following elements: a first 
structure providing a chamber for holding the liquid, and a second structure as shown in 
Figure 9 including holding means for releasably holding the specimen holding tube with 
specimen or specimens therein, the first and second structures being manually movable 
in a direction having a vertical component between a first position in which the holding 
means are relatively close to the chamber and in which the second structure closes the 
top of the chamber to enable the specimens to be immersed in the liquid whilst the latter 
is protected from the environment, and a second position in which the holding means 
are relatively distant from the chamber to enable the specimens to be loaded onto or 
unloaded from the holding means, and further in which the chamber is in the form of an 
annular trough; the holding means hold the specimen holding tube with specimen or 
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specimens therein so that the latter depend from the holding means at angularly spaced 
positions around a circle; and the second structure includes a lid which acts to close the 
chamber in the first position and the underside of which carries the holding means. BILS 
teaches every element of the claimed apparatus set forth in claim 1 . With respect to 
claim 2, BILS second structure is capable of being manually shiftable relative to the first 
structure to remove the holding means from the chamber. With respect to claim 7, BILS 
holding means is capable of being manually rotatable around a central axis to facilitate 
manual removal of tissue specimens from the holder. 

Claims 3 and 8 would be allowable if rewritten to overcome the rejection(s) under 
35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

Applicant's arguments with respect to claims have been considered but are moot 
in view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brenda A. Lamb whose telephone number is (571) 272- 
1231 . The examiner can normally be reached on Monday-Tuesday and Thursday- 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nadine Norton, can be reached on (571) 272-1465. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 



Application/Control Number: 10/518,307 Page 5 

Art Unit: 1792 

published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Brenda A Lamb 
Primary Examiner 
Art Unit 1792 
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